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• A trade m
ark is any sign, capable of being represented 

graphically, w
hich distinguishes the goods and services 

of one undertaking (com
pany or organisation) from

 
those of another 

• M
any different types: w

ord, figurative, colour, shape 

 • D
istinctiveness 
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• N
ational 

• International 

• E
U

  

• E
uropean U

nion Trade M
ark 
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• E
xclusive right, but 

• principle of speciality 
• principle of territoriality 

• P
otentially perpetual (renew

al every ten years) 

• R
isk of loss of protection if: 
• not used after five years 
• found to be invalid 

 • A
llow

ed uses 
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• A design is the outw
ard appearance of the 

w
hole or parts of a product resulting from

 its 
features. 

 • A product is any industrial or handicraft item
. 

 • R
equirem

ents for protection 
• N

ovelty 
• Individual character 

 • S
om

e exclusions In
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• N
ational 

• International 

• E
U

 

• registered C
om

m
unity design 

• unregistered C
om

m
unity design 
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• E
xclusive right 

• P
rinciple of territoriality 

• D
uration 

• registered design rights: m
axim

um
 25 years 

• unregistered design rights: 3 years 
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• 
A utility m

odel grants the holder the 
exclusive right to prevent third parties 
from

: 
• 

exploiting an invention (e.g. m
aking, 

using, offering for sale) 
• 

w
ithout authorisation in the country 

w
here the utility m

odel w
as registered  

    for a short period (3 to 10 years). 
• 

The holder has to disclose the invention to 
the public. 
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U
tility m

odels  
 • 

R
egistered territorial IP right 

• 
Available in lim

ited num
ber of 

countries 

• 
N

o central filing in E
urope 

• 
P

rotection for 3 -10 years 

• 
S

earch reports in som
e countries only 

• 
R

egistered and published after  
a few

 m
onths 

• 
G

enerally no substantive exam
ination 

(novelty, inventiveness) 

• 
R

eview
ed only in revocation or 

infringem
ent proceedings 
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pared 
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Patents 
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egistered territorial IP right 
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Available in m

ost countries 

• 
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entral filing possible  
(e.g. E
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O

 for E
urope) 

• 
P

rotection for up to 20 years 

• 
S

earch reports standard  

• 
A

pplication published after  
18 m

onths 

• 
S

ubstantive exam
ination 

(novelty, inventive step) 

• 
G

rant or refusal after substantive 
exam

ination procedure 

3
0"



• E
xclusive exploitation rights for new

 plant varieties 

• Four requirem
ents for protection: 

• novelty 
• distinctness 
• uniform

ity 
• stability 

• R
ight holder = breeder 

• O
btained through registration 

In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

W
hat are plant variety rights? 

3
2"



In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

C
O
PYR

IG
H
T


3
7"



• C
opyright protects any production of the hum

an m
ind, 

such as literary and artistic w
orks. 

 
• 

This production m
ust be an expression and not a m

ere idea. 

• 
The expression m

ust be original. 

• C
opyright creates a special legal relationship betw

een 
authors and their w

ork. 

• It confers legal protection for a lim
ited period of tim

e. 

In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

W
hat is copyright? 

3
8"



• E
conom

ic rights 
    - relate to the econom

ic exploitation of the 
w

ork 
    - are freely transferable or licensable 

• M
oral rights 

    - relate to a m
oral interest of the author 

    - are alw
ays retained by the author 

 • E
xceptions and lim

itations 

• Infringem
ent and rem

edies 
 

In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

S
cope of protection 

3
9"



In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

 
 

 
 

  

4
0"

TRADE(SECRETS(



• Inform
ation that 

• 
is not generally know

n or easily discovered 
• 

has a business, com
m

ercial or econom
ic value 

(actual or potential) because the inform
ation is not 

generally know
n 

• 
is subject to reasonable efforts to m

aintain 
secrecy 

• U
nlim

ited life, provided the inform
ation does 

not becom
e public know

ledge. 

In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

W
hat are trade secrets? 

4
1"



C
ontractual 

 • R
estrictive 

covenants in 
em

ploym
ent 

contracts 
• N

on-disclosure 
agreem

ents 

In
te
lle
ctu

a
l"P
ro
p
e
rty"T

e
a
ch
in
g
"K
it"

M
eans of protection 

P
ractical 

 •  Lim
ited access to 

inform
ation 

•  "N
eed to know

" 
•  E

ncryption of data 
•  M

onitored entry to 
installations 
 

4
3"



S
hiva Loccisano, 19 O

ttobre 2016 - @
 M

IS
E

 – R
om

a – Tutti i diritti riservati 
©
"C
o
p
yrig

h
t"2

0
1
7
"N
e
tva

l."A
ll"rig

h
ts"re

se
rve

d
"

How
(m

any(IPRs(
in(an(iPhone?(



S
hiva Loccisano, 19 O

ttobre 2016 - @
 M

IS
E

 – R
om

a – Tutti i diritti riservati 
©
"C
o
p
yrig

h
t"2

0
1
7
"N
e
tva

l."A
ll"rig

h
ts"re

se
rve

d
"

Trade(m
arks:(

!
 M
ade(by(“Apple"(

!
 Product(“6S"(

!
 Sogw

are:(“iO
s","“A

p
p
le
sto

re
“"

Patents:(
!
 DataUprocessing(m

ethods(

!
 Sem

iconductor(circuits(

!
 Chem

ical(com
pounds(

!
 Touchscreen(

Copyrights:(
!
 Sogw

are(code(

!
 Instruc>on(m

anual(

!
 Ringtone"
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Trade(Secrets:(
!
 ????(

Design:(
!
 O
verall(phone(shape(

!
 Re>na(screen(shape(

!
 Arrangem

ent(of(icons(

!
 Capaci>ve(Touchscreen(

"
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Exam
ples+of+valuable+intellectual+property(

C
o
ca
OC
o
la

®"
A
p
p
le

®"iP
o
d
"to

u
ch

®"
H
a
rry"P

o
Y
e
r"

P
o
la
ro
id

®"in
sta

n
t"ca

m
e
ra
"

D
N
A
"co

p
yin

g
"p
ro
ce
ss"
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U
n+«paI

o+sociale»+sta+alla+base+del+sistem
a+breveI

uale(

R
e
ve
a
l"

in
ve
n
B
o
n
"

(d
isclo

su
re
)"

G
e
t((

e
xclu

sivity"

(p
a
te
n
t)"

…
in this w

ay other people w
ill 

take advantage from
 the 

innovation and continue to build 
upon existed know

ledge to foster 
societal grow

th! 
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20.02.2002 
U

S-A
-1833019 - 24.11.1931 

" 
15-25%

 of all R
&

D
 efforts are w

asted each year on inventions that 
have already been invented.  

" 
D

on't start your R
&

D
 until you have done a search! 
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SoluL
ons+found+in+patent+docum

ents


10%
 

protected 

90%
 

in public  
dom

ain 

You can find m
any  

great solutions for free! 

Elsew
here 

In patents 

W
here do com

petitors  
publish their R

&
D

? 

A
pproxim

ately 80%
 of the inform

ation  
w

hich can be found in patents is not available  
anyw

here else in com
parable detail. 

R
easons 

" 
A

pplications rejected/w
ithdraw

n or patent 
invalidated 

" 
P

aym
ent of renew

al fees discontinued 
" 

P
atents have lapsed 

38 



S
hiva Loccisano, 19 O

ttobre 2016 - @
 M

IS
E

 – R
om

a – Tutti i diritti riservati 
©
"C
o
p
yrig

h
t"2

0
1
7
"N
e
tva

l."A
ll"rig

h
ts"re

se
rve

d
"

Patents(and(inven>ons…
in
ve
n
B
o
n
s"a

n
d
"p
a
te
n
ts

(

W
hat%is%an%inven+on?%

�An%original%solu+on%to%a%technical%problem
�%

!

STATE(O
F(

(THE(ART(
TECHN

ICAL(
PRO

BLEM
(

O
RIGIN

AL(
SO

LU
TIO

N
(

Fo
r"a

n
"in
ve
n
B
o
n
"to

"b
e
"p
a
te
n
te
d
,"it"m

u
st"u

su
a
lly"b

e
"

!
 new

"to
"th

e
"w
o
rld

"(i.e
."n
o
t"a

va
ila
b
le
"to

"th
e
"p
u
b
lic"a

n
yw

h
e
re
"in
"th

e
"w
o
rld

)""

!
 inven>ve

"(i.e
."n
o
t"a

n
""o

b
vio

u
s""so

lu
B
o
n
),"a

n
d
"

!
 su

sce
p
B
b
le
"o
f"in

d
u
stria

l"a
p
p
lica

B
o
n
"
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R
ights+conferred+by+patents

(

!
 
R
ig
h
t"to

"prevent(others(from
(m

aking,(using,(offering(for(sale,(selling(or(

im
por>ng(

in
frin

g
in
g
"
p
ro
d
u
cts"

in
"
th
e
"
co
u
n
try"

w
h
e
re
"
th
e
"
p
a
te
n
t"
w
a
s"

g
ra
n
te
d
"

!
 

(
Excep>on:(n

o
n
Oco

m
m
e
rcia

l"p
u
rp
o
se
s"(p

riva
te
"u
se
,"a
ca
d
e
m
ic"re

se
a
rch

)"

!
 
Right(to(assign,(sell(or(license(these(rights(

!
 
Fo
r"a

"lim
ite

d
"B
m
e
"(u

p
"to

"2
0
"ye

a
rs)."
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R
ights+com

ing+from
+a+patent(

!
 D

o
e
s"a

"p
a
te
n
t"g

ive
"yo

u
"th

e
"rig

h
t"to

"e
xp
lo
it"a

n
"in
ve
n
B
o
n
?"

!
 A

"p
a
te
n
t"is"a

"n
e
g
a
B
ve
"rig

h
t.""

It"g
ive

s"yo
u
"th

e
"rig

h
t"to

"p
re
ve
n
t"o

th
e
rs"fro

m
"e
xp
lo
iB
n
g
"th

e
"in
ve
n
B
o
n
.""

It"is"n
o
t"a

n
"e
n
a
b
lin
g
"rig

h
t."

!
 P
a
te
n
ts"o

w
n
e
d
"b
y"o

th
e
rs"m

a
y""

o
ve
rla

p
"o
r"e

n
co
m
p
a
ss"yo

u
r"o

w
n
"p
a
te
n
t."

O>
"Se

e
k"a

"lice
n
ce
"b
e
fo
re
"co

m
m
e
rcia

lisin
g
"

"
"

"
"

"
"Fo

r"e
xa
m
p
le
:""

"

 
P

atent A
:  

E
lectric kettle 

       

Your patent B
:  

E
lectric kettle w

ith  
ceram

ic heating  
elem

ents 
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Patentability+requirem
ents(

!
 N

ovelty(

!
 Inven>ve(step(

(!
 Industrial(applica>on

"

Is+it+new
?





Is+it+original/invenL
ve?





Is+it+apt+to+be+produced+at+
the+industrial+level?
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Patentability+requirem
ents:+

N
ovelty

(
• 

–
"A
n
"in
ve
n
B
o
n
"sh

a
ll"b

e
"n
e
w
"w
h
e
re
"it"is"n

o
t"in

clu
d
e
d
"in
"th

e
"p
rio

r"a
rt."

• 
P
rio

r"a
rt"sh

a
ll"co

n
sist"o

f"e
ve
ryth

in
g
"th

a
t"h

a
s"b

e
e
n
"m

a
d
e
"a
va
ila
b
le
"to

"th
e"

p
u
b
lic"b

y"m
e
a
n
s"o

f"w
riY

e
n
"o
r"o

ra
l"d

e
scrip

B
o
n
,"u

se
"o
r"a

n
y"o

th
e
r"m

e
a
n
s"

p
rio

r"to
"th

e
"fi
lin
g
"d
a
te
"o
f"th

e
"p
a
te
n
t"a

p
p
lica

B
o
n
"o
r,"w

h
e
re
"a
p
p
ro
p
ria

te
,"

th
e
"re

co
g
n
ize

d
"p
rio

rity"d
a
te
."

• 
So
le
ly"fo

r"th
e
"p
u
rp
o
se
"o
f"d

e
te
rm

in
in
g
"n
o
ve
lty,"th

e
"co

n
te
n
t"o

f"a
"p
a
te
n
t"

a
p
p
lica

B
o
n
"
p
e
n
d
in
g
"
b
e
fo
re
"
th
e
"
N
a
B
o
n
a
l"
D
ire

cto
ra
te
"
o
f"
In
d
u
stria

l"

P
ro
p
e
rty"

a
n
d
"
h
a
vin

g
"
a
"
fi
lin
g
"
d
a
te
"
o
r"
p
rio

rity"
d
a
te
"
e
a
rlie

r"
th
a
n
"
th
e"

p
rio

rity"d
a
te
"o
f"th

e
"p
a
te
n
t"a

p
p
lica

B
o
n
"u
n
d
e
r"e

xa
m
in
a
B
o
n
"sh

a
ll"like

w
ise"

b
e
"co

n
sid

e
re
d
"p
a
rt"o

f"th
e
"p
rio

r"a
rt."
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Patentability+requirem
ents:+

InvenL
ve+step

(

• 
"A
n
"in
ve
n
B
o
n
"sh

a
ll"b

e
"re

g
a
rd
e
d
"a
s"in

vo
lvin

g
"a
n
"

in
ve
n
B
ve
"ste

p
"if"it"w

ould(not(have(been(obvious,"o
r"

o
b
vio

u
sly"d

e
rive

d
"fro

m
"p
rio

r"a
rt,"to

"a
"person(skilled(

in(the(technical(field(co
n
ce
rn
e
d
."

T
h
e
"skille

d
"p
e
rso

n
"is"a

"le
g
a
l"fi
cB
o
n
."T
h
e
"

co
n
ce
p
t"o

f"th
e
"skille

d
"p
e
rso

n
"m

e
a
n
s"a

"

p
ra
cB
B
o
n
e
r"w

ith
"g
e
n
e
ra
l"te

ch
n
ica

l"

kn
o
w
le
d
g
e
"in
"th

e
"in
"th

e
"re

le
va
n
t"te

ch
n
ica

l"

fi
e
ld
."H

e
"o
r"sh

e
"is"a

ssu
m
e
d
"to

"h
a
ve
"a
cce

ss"

to
"th

e
"e
n
B
re
"sta

te
"o
f"th

e
"a
rt"a

n
d
"to

"b
e
"

ca
p
a
b
le
"o
f"p

e
rfo

rm
in
g
"ro

u
B
n
e
"w
o
rk"a

n
d
"

e
xp
e
rim

e
n
ta
B
o
n
,"b
u
t"to

"b
e
"d
e
vo
id
"o
f"

in
ve
n
B
ve
"skills.""
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Patentability+requirem
ents:+

Industrial+applicaL
on

(

• 
A
n
"in

ve
n
B
o
n
"sh

a
ll"b

e
"re

g
a
rd
e
d
"a
s"in

d
u
stria

lly"

a
p
p
lica

b
le
"
w
h
e
re
"
its"

su
b
je
ct"

m
a
Y
e
r"m

ay(be(
produced(or(used(in(any(produc>ve(ac>vity

,"

in
clu

d
in
g
"se

rvice
s."
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Exclusions(
!
 The(follow

ing(shall(not(be(considered(inven>ons:(

(a
)"discoveries,(principles(and(scien>fic(theories,(and(

m
athem

a>cal(m
ethods;(

(b
)"m

aterials(already(exis>ng(in
"n
a
tu
re
;"

(c)"literary(and(ar>s>c(w
orks(or(any(other(aesthe>c(

crea>on
;"

(d
)"
plans,(

rules(
and(

m
ethods(

for(
the(

pursuit(
of(

intellectual(
ac>vi>es,"

th
e
"
playing(

of(
gam

es,"
o
r"

econom
ic(and(business(ac>vi>es,"a

n
d
"a
lso

"com
puter(

program
s(or(sogw

are,(w
here(they(do(not(form

(part(of(

an(industrially(applicable(inven>on
;"a
n
d
"

(e
)"m

ethods(of(presen>ng(inform
a>on

."
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Exclusions(
!
 The(follow

ing(shall(be(expressly(excluded(from
(patentability:((

(a
)"

in
v
e
n
B
o
n
s,"

th
e
"
p
re
v
e
n
B
o
n
"
o
f"

th
e
"
co
m
m
e
rcia

l"

e
xp
lo
ita

B
o
n
"o
f"w

h
ich

"is"n
e
ce
ssa

ry"to
"protect(ordre(public(

or(m
orality

,"in
clu

d
in
g
"to

"protect(hum
an

,"anim
al(or(plant(

life(
o
r"health

"
o
r"
to
"avoid(serious(prejudice(to(the(

environm
ent(or(ecosystem

;""

(b
)"d

ia
g
nos>c,(therapeu>c(and(surgical(m

ethods(fo
r"th

e
"

tre
a
tm

e
n
t"o

f"h
u
m
a
n
s"o

r"a
n
im

a
ls;"a

n
d
""

(c)"
plants(

and(
anim

al(
breeds,"

a
n
d
"
a
lso

"
e
sse

n
B
a
lly"

b
io
lo
g
ica

l"
p
ro
ce
sse

s"
fo
r"
th
e
"
p
ro
d
u
cB
o
n
"
o
f"
p
la
n
ts"

o
r"

a
n
im

a
ls.""

"Fo
r"th

e
"p
u
rp
o
se
s"o

f"su
b
p
a
ra
g
ra
p
h
"a
),"th

e
"fo

llo
w
in
g
"sh

a
ll"b

e
"co

n
sid

e
re
d
"co

n
tra

ry"to
"m

o
ra
lity"a

n
d
"

sh
a
ll"th

e
re
fo
re
"n
o
t"b

e
"p
a
te
n
ta
b
le
:""

(a
)"p

ro
ce
sse

s"fo
r"clo

n
in
g
"h
u
m
a
n
"b
e
in
g
s;""

(b
)"th

e
"h
u
m
a
n
"b
o
d
y"a

n
d
"its"g

e
n
e
B
c"id

e
n
B
ty;""

(c)"th
e
"u
se
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com
binaAon"of"such"rights,"w

hre"a"part"of"the"risk"of"the"
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(patent"rejecAon")"(…
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heet: Licence of Technology 

Background(to(the(technology
"

""

Par>es"
(X((Licensor);(Y((Licensee)(

Scope(of(Licence
"

Exclusive/N
on(–exclusive(–(In(the(fileds…

/(all(fields(
Subject(>(the(license(back(to(the(U

niversity(for(non(com
m
ercial(use(of(the(licensed(Technology(and(the(

licensees(im
provem

ents(
The(license(w

ill(be(non(exclusive(w
ith(respect(to(the(licensed(background(

Sublicence(
Licensed(Products"

(Any(product,(servuce(or(com
posi>on(w

hich(is(en>rely(or(par>ally(produced(by(m
eans(of(the(licensed(

Technology(
Licensed(Technology

"
((n.(Patents;(…

..);(know
(how

;(Licensor’s(im
provem
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m
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of+
the+
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or+

industrial+property+right+or+the+licensing+authorized+party+K+
K+(“the+licensor")+and+the+party+to+w

hom
+the+right+of+use+is+

licensed+(“the+licensee").


The+ow

ner+transfers+its+right+giving+the+authorizaL
on+to+

the+
other+

party+
to+

w
hat+

w
ould+

be+
prohibited+

on+
the+

contrary.+(art.+66+Italian+code+of+Industrial+property+C
PI)%



Il"contraJ
o"di"licenza


C
ontraI

o+aL
pico,+di+durata,+in+cui+il+L

tolare+della+tecnologia+intende+concederne+
a+terzi+il+diriI

o+d'uso+tem
poraneo,+esclusivo+o+non+esclusivo,+m

antenendone+la+
proprietà.+Il+licenziante+lim

ita+la+pienezza+del+suo+diriI
o+di+esclusiva+nella+m

isura+
contraI

ualm
ente+paI

uita.

Scarso+intervento+del+legislatore+++++++++++++++autonom

ia+negoziale.+

R
accom

andata+form
a+scriI

a+++++++++++++++trascrizione+del+contraI
o+presso+il+registro+

com
petente+per+i+dirio

+concessi+(pubblicità+dichiaraL
va).


V
incoli+norm

aL
vi:


K RelaL
vi+al+traI

am
ento+fiscale+dell’operazione;


K RelaL
vi+ai+vincoli+di+trasferim

ento+di+alcune+tecnologie+(tecnologia+m
ilitare+e+

biotecnologie);

K RelaL

vi+alla+norm
aL
va+anL

trust+e+sugli+aiuL
+di+stato




L’opportunità"della"licenza


Vantaggi+per+il+licenziante
:


• C
onseguim

ento+di+m
ercaL

+altrim
enL

+preclusi+(es.+U
niversità)+o+espansione+in+

nuovi+m
ercaL

.

• Entrate+m

ediante+sfruI
am

ento+indireI
o+della+propria+IP.


"""Svantaggi+per+il+licenziante:

• D
ipendenza+dalla+capacità+e+affi

dabilità+del+Licenziatario

• C
oncorrenza+da+parte+del+Licenziatario


• M
inori+vantaggi+dello+sfruI

am
ento+indireI

o+della+propria+IP 
"""



L’opportunità"della"licenza


Vantaggi+per+il+Licenziatario:

• A
ccesso+a+tecnologie+avanzate,+innovaL

ve+e+già+sperim
entate+per+quei+soggeo

+
che+non+hanno+risorse+suffi

cienL
+per+portare+avanL

+ricerca+e+sviluppo+in+proprio

• A
ccesso+a+nuove+tecnologie+che+possono+portare+a+nuovi+prodoo

,+servizi+e+
nuove+opportunità+di+m

ercato


Svantaggi+per+il+Licenziatario:

• D
ipendenza+dalla+tecnologia+del+Licenziante


• Im
m
aturità+della+tecnologia


"""



ParA,"prem
esse"e"definizioni


• 
Indicazione+delle+parL

+(riferim
enL

)

• 

Prem
esse+finalizzate+alla+descrizione+dei+presupposL

+faI
uali+e+dei+L

toli+di+
proprietà+industriale+che+originano+il+negozio+giuridico+(intenzioni+delle+
parL

+contraenL
,+elencazione+dei+dirio

+e+L
toli+IP+coinvolL

,+lo+stato+aI
uale+e+

le+finalità+della+negoziazione)+Il+contenuto+delle+prem
esse+è+usato+dagli+

interpreL
+per+individuare+la+volontà+eff

eo
va+delle+parL

,+quando+è+poco+
chiara.


• 
D
efinizioni+funzione+di+circoscrivere+le+aree+di+significato+dei+singoli+term

ini+
chiave+(spesso+m

olto+tecnici)+a+valere+nell’am
bito+del+testo+contraI

uale,+ed+
hanno+la+finalità+di+lim

itare+gli+spazi+di+incertezza+e+le+libertà+erm
eneuL

che+
delle+parL

+in+fase+di+esecuzione+dell’accordo.

 



O
ggeJ

o"della"licenza


Le+licenze+possono+avere+ad+oggeI
o+qualsiasi+diriI

o+di+proprietà+intelleI
uale+o+

industriale:+

K breveo

;

K m

odelli+d’uL
lità;


K D
esign;


K M
archi;


K D
irio

+d’autore;

K Know

Khow
,+Inform

azioni+segrete+e+segreL
+com

m
erciali.


È""im
portante""che""i""diriR

""siano""individuaA""in""m
odo""puntuale:""riferim

enA"
precisi"e"deJ

agliaA"alle"privaAve.""N
el""caso""in"cui""si""traR

""di""num
erosi""breveR

""
o""di""un""breveJ

o""tutelato""in""diversi""paesi""è""opportuno""predisporre"un"
allegato.""

Se"si"traJ

a"di"know
2how

"è"raccom
andabile"descriverlo"in"un"allegato"soggeJ

o"a"
vincolo"confidenziale.




O
ggeJ

o"della"licenza


• 
Specificare+

quali+
dirio

+
sono+

C
oncessi.+

La+
natura+

dei+
dirio

+
conferiL

+dipende+dall’+oggeI
o+della+Licenza+(produrre,+usare+e+

vendere+
nelle+

licenze+
di+

breveI
o+

e+
m
odello;+

riprodurre,+
rap

p
resentare,+

m
o
d
ifi
care+

o
+
d
istrib

u
ire+

n
elle+

licen
ze+

d
i+

copyright...)


• 

Possibili+lim
itazioni+a+cerL

++«am
biL

+d’uso»+


• 

R
iserva+espressa+di+research"exem

pAon"per+le+U
niversità+e+i+

centri+di+ricerca+nelle+ipotesi+di+licenze+esclusive+(art.+68+C
PI)







Tipologie"di"licenza


Esclusiva:+assoluta+o+relaL
va+a+determ

inaL
+cam

pi+d’uso+o+territori.+C
oKesclusiva


N
on+esclusiva:+Il+licenziante+non+dipende+dal+successo+di+un+solo+licenziatario.


Esclusiva:+il+licenziante+deve+proteggersi+nel+caso+di+scarso+rendim
ento+del+

licenziatario+(m
inim

o+garanL
to,+penalità…

)

Territorio

D
ove,+per+quali+territori,+è+concessa+la+Licenza+(m

ondiale,+in+determ
inaL

+StaL
,+in+

determ
inate+zone+degli+StaL

)

D
urata


D
ipende+dall’oggeI

o+della+licenza+e+dalle+necessità+econom
iche+e+com

m
erciali+

dei+contraenL
;+può+term

inare+alla+scadenza+del+L
tolo+di+IP;+può+essere+paI

uita+
per+periodi+determ

inaL
+con+facoltà+di+rinnovo;+salvo+recesso+anL

cipato.







Trasferim
ento+dello+sfruI

am
ento+

della+IP+licenziata,+spesso+
unitam

ente+a+servizi+accessori+
(assistenza)


"G
aranzie:+sulla+L

tolarità+dell’IP+e+
sulla+validità+dell’IP;+sulla+
contraff

azione+(FTO
);+sul+

funzionam
ento+e+idoneità+all’uso+

della+tecnologia."

Intraprendere+le+azioni+
necessarie+per+realizzare+e+
com

m
ercializzare+la+tecnologia+

nel+territorio
"

O
bbligo+di+corrispondere+

corrispeo
vo+paI

uito


O
bbligo+di+rendicontazione+e+

com
unicazione+dei+

perfezionam
enL

+della+tecnologia




OBBLIGAZIONI+DEL+LICENZIANTE"
OBBLIGAZIONI+DEL+LICENZIATARIO"

O
bbligazioni"delle"parA"




CorrispeR
vi


• È+
possibile+

che+
la+

licenza+
sia+

concessa+
a+

L
tolo+

gratuito,+
ipotesi+

frequente+nel+caso+di+contrao
+di+licenza+infra+gruppo.+


• FaI
ori+di+determ

inazione+del+corrispeo
vo:


!
 im

portanza+e+am
piezza+della+privaL

va+concessa+(territorio,+esclusiva);

!
 eventuale+fornitura+di+supporL

+e+servizi+tecnici+aggiunL
vi+


!
 daL

+di+m
ercato+relaL

vi+a+transazioni+analoghe+ovvero+al+m
ercato+della+

tecnologia+cui+l’oggeI
o+del+bene+licenziato+si+riferisce.


"



R
IM

B
O
RSI


D
O
W
N
PAYM

EN
TS++


LU
M
P+SU

M
+


M
ILESTO

N
E+FEES+


RO
YA
LTIES


+SU
B
LIC

EN
SIN

G
+FEES


"

C
RO

SSKLIC
EN

SIN
G
+


R
EM

U
N
ER

A
ZIO

N
E+IN

+
N
ATU

R
A



++EQ
U
ITIES+"

CorrispeR
vi


M
O
N
ETARI(

N
O
N
(

M
O
N
ETARI(



Titolarità+dei+

perfezionam
enL"

C
lausola+di+

grant+back"

Perfezionam
enA


ReporL
sL
ca+

periodica"

D
e
fi
n
ire

,"p
re
via

"n
e
g
o
zia

zio
n
e
,"la

"d
iscip

lin
a
"d
e
i"p
e
rfe

zio
n
a
m
e
n
B
"



La"sublicenza


!
 Interesse+del+Licenziatario+per+consenL

re+una+m
aggiore+diff

usione+
della+tecnologia+e+una+penetrazione+del+m

ercato+più+capillare


!
 Può+

essere+
richiesta,+

e+
prevista+

espressam
ente+

nel+
contraI

o,+
l’approvazione+

scriI
a+

+
del+

Licenziatario+
per+

la+
concessione+

di+
qualsivoglia+subKlicenza+nonché+per+la+scelta+del+subKlicenziatario+e+
delle+condizioni+alle+quali+la+subKlicenza+può+venire+concessa.



!
 Le+condizioni+di+sublicenza+non+devono+essere+peggioraL

ve+di+
quelle+della+licenza:+spesso+viene+suddiviso+in+parL

+uguali+il+ricavo+
del+licenziatario.




Inadem
pim

enL
+del+licenziatario:


1. Inerzia+nell’exploitaL
on+della+tecnologia+licenziata


2. U
nderreporL

ng

3. InvenL

ng+and+patenL
ng+around


4. EvenL
+di+dissesto+del+licenziatario


5. EvenL
+straordinari+e+im

prevedibili


R
im
edi+contraI

uali:

!
 C
lausole+

sul+
livello+

di+
diligenza+

richiesta+
al+

licenziatario+
(best+

eff
orts;+

due+
diligence)

!
 M
inim

i+garanL
L



!
 D
overe+di+contabilità+accurata+e+accesso+alla+contabilità+del+licenziatario


!
 D
overe+di+rendicontazione+periodica+


!
 R
uolo+delle+running+royalL

es

!
 C
onversione+della+licenza


!
 D
iriI

o+di+recesso

!
 C
ondizioni+sospensive+o+risoluL

ve

!
 C
lausole+risoluL

ve+espresse


M
onitoraggio"del"licenziatario""




Altre"clausole"


!
 C
ontraff

azioni:+C
osa+succede+in+caso+di+contraff

azione;+O
bblighi+di+

collaborazione+e+assistenza+e+supporto+reciproci.

!
 G
aranzie:+

sulla+
L
tolarità+

dell’IP;+
sulla+

validità+
dei+

L
toli;+

sulla+
breveI

abilità+dei+trovaL
;+sulla+presenza+di+contraff

azioni+ao
ve+

passive;+idoneità+all’uso+della+tecnologia+(m
erchantability)


!
 C
la
u
so

la+
d
i+
n
o
n
+
co

n
te
sta

zio
n
e
+
(p
e
rd
ita+

d
e
l+
b
e
n
e
fi
cio+

dell’esenzione+dall’analisi+anL
trust+K+Reg.+C

E+n.+772/2004)

!
 Forza+M

aggiore+

!
 Legge+applicabile+e+Foro+C

om
petente+




Altre"clausole"


!
 
+
D
ivieL

+
specifici+

sull’uso+
della+

tecnologia+
soI

o+
licenza+

in+
com

binazione+con+altre+tecnologie+(cd.+tainL
ng)+


!
 +U

so+dei+nom
i+e+dei+m

archi+connessi+con+la+tecnologia+

!
 +O

bblighi+di+m
anleva+e+assicuraL

vi

!
 
+
D
isciplina+

del+
rapporto+

in+
caso+

di+
scioglim

ento+
anL

cipato+
(sm

alL
m
ento+scorte+e+altro)




Le"licenze"delle"U
niversità"

italiane




73+contrao

+di+

licenza+e/o+

opzione"

licenze+ao
ve+

nell’anno,+passate+da+

27,1+a+23,3+m
ila+Euro"

8,2+licenze+
annue+"

Fo
n
te
:"Su

rve
y"N

E
T
V
A
L"2

0
1
5
""



Il"contraJ
o"di"cessione


D
ell’invenzione+

concepita+m
a+non+

ancora+proteI
a+

(know
Khow

)"

D
ell’invenzione+

non+ancora+
realizzata+(accordi+
di+ricerca+e+
sviluppo)"

D
ell’invenzione+proteI

a,+allo+
stadio+di+dom

anda+(necessità+
della+collaborazione+del+cedente+)+"

D
el+breveI

o+concesso
"

Trasferim
ento+a+L

tolo+definiL
vo+dei+dirio

+su+una+determ
inata+

tecnologia+dietro+versam
ento+del+corrispeo

vo.

4+ipotesi+di+cessione:




Il"contraJ
o"di"cessione


!
 Pubblicità+dichiaraL

va+aI
raverso+la+trascrizione+presso+il+registro+com

petente+
per+i+dirio

+concessi.

!
 Il+cessionario+si+accolla+tuo

+i+rischi:+tecnologico,+di+breveI
o,+di+protezione,+di+

m
ercato:+im

portanza+della+due+diligence+(accertam
ento+della+L

tolarità+di+IP,+
dirio

+di+terzi,+status+della+procedura+di+protezione,+validità),+anche+in+funzione+
architeI

ura+delle+garanzie+contraI
uali


!
 N
ei+casi+di+invenzioni+accadem

iche+più+che+m
ai+è+necessario+un+m

eL
coloso+

accertam
ento

+
su
lla+

vita+
d
el+

L
to
lo
+
p
reesistente+

alla+
cessio

n
e+

(rap
p
o
rto+

U
n
iversità/ricercato

ri;+
rap

p
o
rto

+
U
n
iversità/ricercato

ri/fin
an
ziato

ri;+
rap

p
o
rto+

U
niversità/ricercatori/com

m
iI
enL

+pubblici+o+privaL
).




Il"contraJ
o"di"cessione


!
 Pur+traI

andosi+di+un+trasferim
ento+a+L

tolo+definiL
vo,+la+cessione+in+am

bito+
accad

em
ico

+
vien

e+
ten

d
en

zialm
ente+

acco
m
p
agn

ata+
d
alla+

p
revisio

n
e+

d
ella+

co
llab

o
razio

n
e+

d
egli+

invento
riKricercato

ri+
an
ch
e+

n
ella+

fase+
su
ccessiva+

al+
trasferim

ento.+E+ciò+per+agevolare+il+passaggio+della+tecnologia,+e+consenL
re+al+

cessionarioKacquirente+di+realizzare+al+m
eglio+la+tecnologia+acquisita.+N

el+caso+in+
cu
i+
u
n
itam

e
n
te+

alla+
ce
ssio

n
e+

n
o
n
+
ve
n
isse

ro
+
p
reviste+

o
b
b
ligazio

n
i+
d
i+

collaborazione+in+capo+ai+ricercatori,+possono+essere+sL
pulaL

+dei+contrao
+di+

consulenza+professionale+ex+post.


!
 P
ro
b
lem

aL
ca+

d
ella+

d
eterm

in
azio

n
e+

d
el+

valo
re+

d
ella+

tecn
o
lo
gia+

p
er+

la+
determ

inazione+del+corrispeo
vo:


• 
pagam

enL
+una+tantum

+(lum
pKsum

+paym
ent)


• 
corrispeo

vi+variabili+e+conL
nuaL

+nel+tem
po+L

po+royalty.
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!
 Direct%Licensing:%a

lo
n
g
"w
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e
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se
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b
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